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or enclosed) is being transmitted via the Office electronic filing system in 
accordance with § 1.6(a)(4). 

Dated: October 9, 2007 

Electronic Signature for Shelley C. Danek, Ph.D.: /Shelley C. Danek - #57,712/ 



Docket No.: 19036/40796 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Yuka Matsui 

Application No.: 10/561,629 Confirmation No.: 8420 

Filed: (national stage application of Art Unit: Not Yet Assigned 

PCT/JP2004/008710, filed June 21, 2004) 

For: OPHTHALMIC COMPOSITION Examiner: Not Yet Assigned 



PETITION UNDER 37 CFR 1.59(B) 



MS PCT 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

The assignee requests, in accordance with 37 CFR 1.59(b), that documents 
submitted as Exhibits A-F with the initial petition under 37 CFR 1 .47(b) and 1.183, filed 
February 7, 2007, be expunged and replaced with the enclosed replacement exhibits. The 
replacement Exhibits A-F have been redacted to remove all private information for inventor 
Matsui. The information relevant to the petition under 37 CFR 1 .47(b) has not been redacted. 
In deference to Japanese privacy laws which bars disclosure of personal data by entities 
handling personal information without consent of the person, the assignee requests that the 
Patent Office accept substitution of these replacement Exhibits A-F and destroy the originally 
submitted Exhibits A-F. If the original documents have been stored electronically, the 
assignee requests that the electronic versions be destroyed as well, so that they do not appear 
in any electronic file wrapper, now or in the future. 

The assignee originally made this request pursuant to 37 CFR 1.182 and was 
directed to resubmit the request under 37 CFR 1.59(B). 



Application No. 10/561,629 
Petition under 37 CFR 3 .59(b) 
Dated: October 9, 2007 



19036/40796 



The Director is authorized to charge Deposit Account No. 13-2855, under 
Order No. 19036/40796 for any fees due with the filing of this petition, including the petition 
fee of 37 CFR 1 . 1 7(g) and any other fees asserted to be due. 

If the Patent Office or Petitions Officer wishes to discuss this request further, 
s/he is invited to contact the undersigned at the telephone number listed below. 



Dated: October 9, 2007 Respectfully submitted, 

Signature: /Shelley C. Danek - #57,712/ 
Shelley C. Danek, Ph.D. 

Registration No.: 57,712 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
Telephone: (312) 474-6300 
Facsimile: (312) 474-0448 
Agent for Assignee 
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EXHIBIT B 



ASSIGNMENT 

August. 20, 2003 

(Assignee) 

Address: 3-6 Doshomachi 4-chome, Chuo-ku, Osaka-shi, Osaka 
Name: KOBAYASHI PHARMACEUTICAL CO., LTD 
Representative: Kazumasa Kobayashi 

Regarding the following invention, the assignor acknowledged the articles below of 
the "regulations for employee's invention" complied by the Research and 
Development Division of KOBAYASHI PHARMACEUTICAL CO., LTD, and hereby 
assigned all rights to obtain patents, all rights to obtain utility model registrations, 
all rights to obtain design registrations, all copyrights ( including the prescribed 
rights pursuant to Article 27 and Article 28 of the Copyright Law), and all other 
intellectual property rights in Japan and elsewhere in the world to KOBAYASHI 
PHARMACEUTICAL CO., LTD. 

Note 

Patent application 1 Title of Invention: Ophthalmic composition 

Patent Application Number: 2003-176965 
Application Date: 06/20/2003 

(Assignor) 

Address: Angel Uchida #301, 1-22 Nishicyujo-cho, Ibaraki-shi, Osaka 
Name: Yuka MATSUI [signature] [seal] 

[Regulations for Employee's Invention] 

Article 2 (Definition of Terms), Article 3 (Assignation of Rights), Article 4 (Filing), 
Article 5 (Authorization of Employees' Inventions and Decision of Succession), 
Article 6 (Restriction on Individual Applications and Transfer of Rights to Third 
Parties), Article 7 (Application Procedures), Article 8 (Obligation for Assignation of 
Rights to Obtain Patents), Article 11 (Compensation Payment), Article 12 
(Compensation for Co-inventors), Article 13 (Compensation for Resignation, 
Retirement, and Death), Article 17 (Inventions other than Employees' Inventions), 
Article 18 (Treatment for Employees on a Short- term or Temporary Contract), Article 
19 (Application for Mutatis Mutandis to Utility Model Registrations and Design 
Rights), Article 20 (Foreign Applications) 



Verification of Translation 



I, Kimio UEDA of c/o ARCO PATENT OFFICE at 3«* FL, Bo-eki Building, 123-1 
Higashi-machi, Chuo-ku, Kobe-shi 650-0031 JAPAN, hereby declare as follows: 



1. I am a translator and am familiar with both the Japanese and English 
languages. 

2. I am the translator of the documents attached hereto and certify that the 
following is a true translation to the best of my knowledge and belief of the 
assignment. 



Dated this 6th day of December 2006 




Kimio UEDA 
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IN THE UNITED STATES PATENT AW ' ' r ^ ■ 



DECLARATION FOR PATENT 
As a below naxned inventor, I hereby declare that: 

My residence, post office address and citizenship are as slated below nextto roy name. 

I believe I am an original, first and sole inventor of the subject matter which is ctaimed and 
for which a patent is sought on the invention entitled: 

OPHTHALMIC COMPOSITION 

the specification of which was filed on 21 June 2004 as PCT/JP2004/OO871O, and assigned 
U.S. Patent Application Serial No, 10/561,629 

J bereby state that I have reviewed and understand the contents of the above identified 
specification, including the claims, as amended by an amendment, if any, specifically referred 
to herein. 

J acknowledge the duty to disc !qse all information known to roc that is material to 
JpajSFalglity in accordance C ode of Federal RegulaHons, § 1 .56. 

FOREIGN PRIORITY CLAIM 

J hereby claim foreign priority benefits under Title 35, United States Code § ll9(a>(d) of any 
foreign application^) for patent or inventor's .certificate listed below and have also identified 
below any foreign application for patent or inventor's certigcate having a filing date before 
that of the application on which priority is claimed: 

| | no such foreign applications have been filed 

fx] such foreign application have been filed as follows: — ^. ^ 



EARLIEST FOREIGN APPLICATIONS), IF ANY FILED WITHIN 12 MONTHS 
(6 MONTHS FOR DESIGN) PRIOR TO THIS U.S. APPLICATION 



Application Further 


Country 


D^te of Filing 
(cWtnrn/yyyy) 


Priority Claimed 
Under 35 USC 119 


2003-176.065 


J&pao 


20/06/2003 


x Yes No _ 
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~ Attorney Docket Ho.: 28113/40406 
Declaration of Patent Application 



ALL FOREIGN APPLICATION^), IF ANY FILED MORE THAN 12 MONTHS 
(6 MONTHS FOR DESIGN) PRIOR TO THIS U.S. APPLICATION . 



Application Number 


Country 


Dote of Filing 
(ridWyyyy) 


Hooc 







CLAIM FOR BENEFIT OF EARLIER US. PROVISIONAL APPLICATIONS. 



I hereby claim priority benefits under Title 35, United States Code §H9(e), of any United 
States provisional patent application^) listed below: 

CLAIM FOR BENEFIT OF EARLIER U.S./PCT APPLICATION(S) 

I hereby claim the benefit under Title 35, United States Code, §120 of the United States 
application^) listed below and, insofar as the subject matter of each of the claims of this 
application is not disclosed in the prior United States application in the manner provided by 
the first paragraph of Title 35, United States Code, §112, 1 acknowledge the duty to disclose 
all information that is material to patentability in accordance with Title 37, Code of Federal 
_ Regulations, § 1.56 which became available to me between the filing date of the prior 
- application and the national or PCT international filing date of this application: 

» . 
" fx)" no such U.SjFCT applications have been filcd,^ " 

j | such U.S./PCT application have been filed as follows; 



I hereby declare that all statements made herein of my own knowledge are true and thai all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title J8 of the United 
States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 

I hereby appoint: 

All practitioners at Customer Number 04743 

all of MARSHALL, GERSTEIN & BORUN LLP, 233 Wacker Drive, Suite 6300, Seais 
Tower, Chicago, Illinois 60606-6357, jointly, and each of them severally, my attorneys at 
law/patent agent($), with full power of substitution, delegation and revocation, to prosecute 
this application, to make alterations and amendments therein, to receive the patent, and to 
transact all business in the U. S. Patent and Trademark Office connected therewith. 
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Attorriey Pockci No.: 28 1 J 3/40406 
Declaration of Palerrt Application 

Please niail aU corxespondcnce to David A. Gass, whose addi'ess is: 

MARSHALL, GEBSTEIN A BORUN LLP 
233 S.Wackcr Drive, Suite 6300 
Seats Tower 
Chicago, Illinois 60606-6357 

Please direct telephone calls to: David A, Gass at (312) 474-6300. 
Please direct facsimiles to; (3 12) 474-0448 



Full name of sole or flrat inventor 

.Xuka MatsuL 



Sole or first inventor's signature 



Ibaraki-shi, JM>RN 



cHfrcnsnfp Japanese 



Mailing Addre 



Kobayasht Pharmaceutical Co., Ltd- 
R&D Company 30-3>-Toyokawa-l-chorne # -~ ECbaraki- shi # Osaka 567-0057 JM>*M* 
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EXHIBIT D 



Madoka Yamashita cc 
^ J0423 1 /KENKYU/KOBAYASHI b 0 

^^U. 2006/04/28 1,:08. . ^ W«*ilJTPW. 



mxt.HOTMAILCOM <^<0Ui&X5->- . SMTP Protocol Returned a Permanent Error 550 Requested 
action not taken; mailbox unavailable 

sbes • ■ ■ • • : - 

KENKYUO 1 /KOBAYASHL ZENSHA1 1/KOBAYASH1. ZENSHA1 1 /KOBAYASH KENKYU01 /KOBAYASHI 

ec: • • - 
Bft: 2006/04/2811:08:17 

4MMHMt3ftfctfc »MSt^G liiTTrf . 
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^EJt^mSiU-T l 3 0 - 3 
TEL:072-640-0l22 FAX:072-641-7840 
E— ma i 1 : y.yamaguchi@kobayashi.co.jp 
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